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- The MAILING DATE of this communication appears on the cover sheet with the corresponofence 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of lime may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the mawmum statutory period vnll apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply wtthin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timety filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) 0 Responsive to communlcation(s) filed on . 

2a)D This action is FINAL. 2b)El This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Clainns 

4) ^ Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-21 is/are rejected. 
?)□ Claim(s) is/are objected to. 

Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9)n The specification Is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con-ection Is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached OfRce Action or fonn PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)n All b)n Some * c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachnient(s) 

1 ) n Notice of References Cited (PTO-892) 4) □ Interviews Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawir^ Review (PTO-948) Paper No(s)/Mall Date. . 

3) M information Disclosure Statement(s) (PT0.1449 or PT0/SBA)8) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 6) □ Other: 
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PTOL-326 (Rev. 1 -04) Office Action Summary Part of Paper No./Mail Date 05282004 
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Specification 

The examiner has not checked the specification to the extent necessary to 
determine the presence of all possible minor errors (grammatical, typographical and 
idiomatic). Cooperation of the applicant(s) is requested in correcting any errors of which 
applicant(s) may become aware of in the specification, in the claims and in any future 
amendment(s) that appllcant(s) may file. 

Appllcant(s) is also requested to complete the status of any copending 
applications referred to in the specification by their Attorney Docket Number or 
Application Serial Number, if any. 

The status of the parent application(s) and/or any other application(s) cross- 
referenced to this application, if any, should be updated in a timely manner. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this tide, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 



Application/Control Number: 10/088,291 Page 3 

Art Unit: 1755 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a), 

Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 5,681 ,384 to Liskowitz et al.. U.S. Patent No. 4.268,316 to Wills. Jr. . 
U.S. Patent No. 5,772,752 or Liskowitz et al., U.S. Patent No. 5,766,338 to Weber, U,S, 
Patent No. 5,536,31 0 to Brook et al. or U.S. Patent No. 5.928.420 to Gates et al. 

The instantly claimed invention recites a composition comprising fly ash or 
pozzolan, Portland cement and lime. 

Each of the cited references is relied upon for teaching compositions comprising 
hydraulic cements such as Portland in combination with fly ash. The examiner 
considers that these compositions read on the instantly claimed composition because 
fly ash is known to include free lime in amounts that can overlap those claimed herein. 
Moreover, Liskowitz '384 teaches the additional treatment of fly ash with additional CaO 
prior to incorporation into cement. See particularly columns 3 and 4 of Wills, Jr., column 
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1 of Brook et al., column 3 of Liskowitz et al. '384, columns 21 and 22 of Weber, 
columns 2 and 3 of Liskowitz et al. 752 and column 3 of Oates et al. 

Each of the references differ firom the Instant claims in their failure to teach the 
exact proportions as recited in the instant claims. 

However, one of ordinary skill in the art at the time the Invention was 

made would have considered the invention to have been obvious because the 

the compositional proportions taught by the references overlap the instantly claimed 

proportions and therefore are considered to establish a prima facie case of 

obviousness. It would have been obvious to one of ordinary skill in the art to 

select any portion of the disclosed ranges Including the instantly claimed ranges 

from those disclosed in the prior art reference, particularly in view of the fact that: 

The normal desire of scientists or artisans to improve 
upon what is already known provides the motivation 
to determine where in a disclosed set of percentage 
ranges is the optimum combination of percentages". 
In re Peterson, 65 USPQ2d 1379 (CAFC 2003). 
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Any minor differences in the limitations of the dependent claims have been 
considered. This statement is meant to include limitations such as the type of fly ash or 
pozzolan selected for the claimed composition. The skilled artisan in this field of 
technology attempts to select appropriate waste materials and pozzolonic materials to 
maximize strength and performance and minimize cost. The selections of the particular 
components to carry out this engineering function are well within the skill of the artisan 
because the cement art is a very predictable art and components are added for known 
reasons and perform expected functions. There is no evidence on this record of 
anything unexpected associated with known pozzolans and fly ashes employed by 
applicants in this invention. 

Furthermore, any such differences are deemed to be result-effective variables 
that one of ordinary skill in the art would be expected to manipulate to advantage. 
Additionally, such limitations can be considered to have been simply known as 

conventional to the artisan practicing in the art at the time the invention was made 

and/or were common practices which were so well known in the art that they would 
have been taken for granted. MPEP 706.02(a). 

If applicants believe that one or more limitations are critical to the invention, then 
applicants should amend the claims to reflect such critical limitations as well as indicate 
where in the specification such critical limitations were discussed and demonstrated. 

The limitations of all claims have been considered and are deemed to be within 
the purview of the prior art. 

Conclusion 
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Applicants are advised that any evidence to be provided under 37 CFR 1.131 or 
11 32 and any amendments to the claims and specification should be submitted prior to 
final rejection to be considered timely. It is anticipated that the next office action will be 
a final rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth D. Wood whose telephone number is 571- 
272-1377. The examiner can normally be reached on M-F, 5:30-2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell can be reached on 571-272-1 364. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Elizabeth D. Wood 
Primary Examiner 
Art Unit 1755 
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